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REMARKS 



Claims 1-23 remain under consideration. Claims 17 and 21 are amended herein to 
improve their form. 



CLAIM REJECTIONS UNDER 35 USC $ 103 

The following quotations from MPEP § 2143 form the primary basis for traversing all 
rejections in the Office Action, under 35 U.S.C. § 103(a): 

2143 Basic Requirements of a Prima Facie Case of Obviousness 
To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the 
claim limitations. 

The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in applicant's disclosure. In re 
Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 



2143.01 Suggestion or Motivation To Modify the References [R-l] 

THE PRIOR ART MUST SUGGEST THE DESIRABILITY OF THE CLAIMED 
INVENTION 

"There are three possible sources for a motivation to combine references: the nature 
of the problem to be solved, the teachings of the prior art, and the knowledge of persons of 
ordinary skill in the art." In re Roujfet, 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1457-58 (Fed. 
Cir. 1998) (The combination of the references taught every element of the claimed invention, 
however without a motivation to combine, a rejection based on a prima facie case of obvious 
was held improper.). The level of skill in the art cannot be relied upon to provide the 
suggestion to combine references. Al-Site Corp. v. VSI Int'l Inc., 174 F.3d 1308, 50 USPQ2d 
1161 (Fed. Cir. 1999). 

"In determining the propriety of the Patent Office case for obviousness in the first 
instance, it is necessary to ascertain whether or not the reference teachings would appear to be 
sufficient for one of ordinary skill in the relevant art having the reference before him to make 
the proposed substitution, combination, or other modification." In re Linter, 458 F.2d 1013, 
1 0 1 6, 1 73 USPQ 560, 562 (CCPA 1 972). 

Obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. "The test for an implicit 
showing is what the combined teachings, knowledge of one of ordinary skill in the art, and the 
nature of the problem to be solved as a whole would have suggested to those of ordinary skill 
in the art." In re Kotzab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1317 (Fed. Cir. 2000). 
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FACT THAT REFERENCES CAN BE COMBINED OR MODIFIED IS NOT 
SUFFICIENT TO ESTABLISH PRIMA FACIE OBVIOUSNESS 

The mere fact that references can be combined or modified does not render the 
resultant combination obvious unless the prior art also suggests the desirability of the 
combination. In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). Although a prior 
art device "may be capable of being modified to run the way the apparatus is claimed, there 
must be a suggestion or motivation in the reference to do so." 916 F.2d at 682, 16 USPQ2d at 
1432.). See also/« re Fritch, 972 F.2d 1260, 23 USPQ2d 1780 (Fed. Cir. 1992). 

THE PROPOSED MODIFICATION CANNOT RENDER THE PRIOR ART 
UNSATISFACTORY FOR ITS INTENDED PURPOSE 

If proposed modification would render the prior art invention being modified 
unsatisfactory for its intended purpose, then there is no suggestion or motivation to make the 
proposed modification. In re Gordon, 733 F.2d 900, 221 USPQ 1 125 (Fed. Cir. 1984) 

THE PROPOSED MODIFICATION CANNOT CHANGE THE PRINCIPLE OF 
OPERATION OF A REFERENCE 

If the proposed modification or combination of the prior art would change the principle of 
operation of the prior art invention being modified, then the teachings of the references are not 
sufficient to render the claims prima facie obvious. In re Ratti, 270 F.2d 810, 123 USPQ 349 
(CCPA 1959) ... the "suggested combination of references would require a substantial 
reconstruction and redesign of the elements shown in [the primary reference] as well as a 
change in the basic principle under which the [primary reference] construction was designed 
to operate." 270 F.2d at 813, 123 USPQ at 352.). 

The rejection of claims 1, 2, 8, 16-18 and 20-22, as being unpatentable over 
Ulrich (US 3,952,810) in view of Flechs (US 4,461,598), per paragraph 2 of the Office 
Action, is traversed. 

Claim K and claims 2-16 depending therefrom, all require, inter alia, an underground cable 
laying apparatus, comprisinga mounting yoke, a pair of angularly displaced turf slicing 
wheels rotatably coupled to the mounting yoke, the turf slicing wheels defining a forward 
contact area therebetween, and a cable guide tube positioned anterior of the forward contact 
area of the turf slicing wheels, the cable guide tube having a cable inlet and a cable outlet. 
[Emphasis added]. 

The combination of Ulrich and Flechs, does not teach or suggest the limitation of 
claims 1-16 requiring that an underground cable laying apparatus include a pair of turf slicing 
wheels defining a forward contact area therebetween, and cannot, therefore, render obvious 
claim 1 or any of claims 2-16 depending therefrom. 

At page 2 of the Office Action, the Examiner asserts that, "Ulrich discloses a slit 
trenching and cable laying device comprising... a turf slicing vertical blade 146... with a 
forward contact area 148." All claims of the present patent application, however, expressly 
require a forward contact area defined by a pair of turf slicing wheels. In the exemplary 



7 



In re Appln. Of: Steve Searby 
Application No. : 1 0/680,059 

embodiment of the present invention, the forward contact area 62 formed by a turf slicing 
wheels 14, 16. 

The "forward contact area 148 of the vertical blade 146," cited by the Examiner in her 
rejection is clearly not formed by a pair of turf slicing wheels, and does not, therefore, teach 
or suggest the limitation of the present claims requiring that the forward contact area be 
defined by a pair of turf slicing wheels. 

Furthermore, the Examiner admits at page 3 of the Office Action that "Ulrich fails to 
disclose a pair of angularly displaced turf slicing wheels. 11 Without a pair turf slicing wheels, 
Ulrich, standing alone, cannot define a forward contact area therebetween, as required by all 
claims of the present patent application, and cannot form a proper basis for rendering obvious 
any of the claims of the present patent application. 

With regard to Flechs, the Examiner correctly states, at page 3 of the Office Action, 
that "Flechs discloses using a pair of coulters and a plow with the axis of one coulter inclined 
to the horizontal so that the two coulters and a plow generate a furrow into which a conduit is 
laid." [Emphasis added]. Flechs, therefore, expressly teaches away from the present 
invention, which uses only a pair of turf slicing wheels to form a slit into which a cable or 
pipe, etc., is laid. As expressly stated at paragraph 0033 of the specification for the present 
invention: 

[U]nlike blade type systems that gouge a slit into the turf, and trencher 
systems that completely remove the soil to form a trench, the underground 
cable laying apparatus of the present invention merely opens a slit in the 
turf, which is quickly reclosed once the cable has been placed therein. The 
angular placement of the turf slicing wheels ensures a narrow slit is 
initiated in the turf, is slightly widened to allow placement of the cable 
therein, and then is immediately reclosed by providing angular downward 
and inward force on the sides of the slit opened by the turf slicing wheels. 
As a result, it is nearly impossible to observe where the slit was opened in 
the turf once the cable has been laid therein. This is especially true when 
the turf is moist, or has been recently watered. 

Flechs clearly teaches a system in which a blade (the plow) gouges a slit into the turf, 
and completely removes the soil from the trench, and therefore expressly teaches away from 
the apparatus and methods of the present invention. See, for example, FIG. 18 of Flechs. 
Also, as clearly shown by FIGS. 1-4 of Flechs, the two coulters 95, 96 of Flechs are axially 
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spaced from one another and cannot be said to form a forward contact area therebetween, as 
is required by all claims of the present invention, for opening a slit in turf for laying a cable 
therein. As is clearly shown in FIGS. 16-18 of Flechs, the two coulters 95, 96 of Flechs cut 
two separate slits in the soil, defining only the sides of a trench which is formed by the plow 
blade 9.8. Other aspects of Flech serve to push the removed soil back into the trench, leaving 
behind an ugly scar in the turf (see FIGS. 19-23 of Flechs) of the type that the present 
invention was expressly developed to virtually eliminate. 

Because the combination of Ulrich and Flechs does not teach or suggest all of the 
limitations of claim 1, the combination of Ulrich and Flechs does not meet the prima facie 
requirements for rendering obvious claim 1, or any of claims 2-16 depending from claim 1. 
MPEP §2143. MPEP 2143.03, citing In re Fine, 837 F.2d 1071 (Fed. Cir 1988)(ifan 
independent claim is non obvious under 35 USC 103, then any claim depending therefrom is 
non-obvious). Claims 2-16 also include other limitations that are not taught or suggested by 
the combination of Ulrich and Flechs. 

Claim 8 requires that, in a cable laying apparatus in accordance with claim 1 , the 
cable guide tube is curved from the cable inlet to the cable outlet . [Emphasis added]. The 
Examiner correctly states, at page 2 of the Office Action, that, the cable guide of Ulrich is 
"curved at the inlet and outlet," but as is clearly seen in FIG. 7 of Ulrich, the cable guide 
80 of Ulrich is not "curved from the inlet to the outlet," as is required by claim 8 of the 
present Application. Between the inlet and the outlet, the cable guide of Ulrich is 
straight, and does not, therefore, meet the limitations of claim 8. Ulrich cannot, therefore, 
render claim 8 obvious. 

Regarding claim 20, the Examiner's basis for rejecting claim 20, as stated in 

paragraph 2, at page 2, of the Office Action, is not understood by the Applicant. The 

Examiner's statement that the "cable guide 150 is curved at the inlet and outlet," in Ulrich, 

appears to have to bearing whatever on the patentability of claim 20, which requires: 

20. (Original) The apparatus of claim 17, further comprising a 
cable feed guide mechanism positioned anterior and vertically downward of 
the cable outlet relative to a surface of the turf to position the cable within the 
slit in the turf and to protect an outer surface of the cable from scraping. 
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Neither claim 20, nor claim 17 from which claim 20 depends have any limitations 
relating to curvature of a cable guide tube. The Examiner has thus not provided any basis 
for her rejection of the limitations of claim 20. Accordingly, the Applicant respectfully 
requests that the rejection of claim 20 be withdrawn, for lack of proper grounds or basis 
being provided by the Examiner in the Office Action. Should the Examiner wish to 
maintain the rejection of claim 20, Applicant expressly requests clarification from the 
Examiner of the grounds and basis for rejection so that a response to the Office Action 
can be submitted with regard to claim 20. 

Claim 17 requires, an apparatus for laying cable under turf without leaving a visibly 
obvious scar in the turf, in which the apparatus includes, inter alia, a pair of turf slicing 
wheels rotatablv mounted on the mounting yoke, the turf slicing wheels being positioned in a 
diverging relationship to one another defining a forward contact area therebetween for 
opening a slit in the turf when the pair of turf slicing wheels is pulled therethrough. 
[Emphasis added]. As discussed in detail above, Ulrich does not teach or suggest these 
limitations and cannot, therefore, render claim 17 obvious. 

Claim 18 depends from claim 17, and cannot therefore be rendered obvious by Ulrich. 
MPEP § 2143. MPEP 2143.03, citing In re Fine, 837 F2d 1071 (Fed Cir 1988) (if an 
independent claim is non obvious under 35 USC 103, then any claim depending therefrom is 
non-obvious). Furthermore, claim 1 8 requires that the apparatus of claim 1 7 include a turf 
closure assembly operably coupled to the mounting yoke and positioned relative to the pair of 
turf slicing wheels to close the slit in the turf opened thereby anterior of the cable outlet. 
Ulrich does not teach or suggest a pair of turf slicing wheels, and cannot therefore meet all of 
the limitations of claim 18. As discussed in detail above, with regard to traversing the 
rejection of claims 1-16, the addition of Flechs to Ulrich, as suggested by the Examiner at 
page 3 of the Office Action, still does not meet all of the limitations of claim 17 or claim 1 8, 
and in particular the limitations of claim 17 as emphasized in the preceding paragraph. The 
combination of Ulrich and Flechs cannot, therefore, form a prima facie basis for rendering 
obvious claim 17, or any claim depending therefrom, including claim 18. 

Regarding claims 21-22. the Examiner provides no justification for rejecting these 
claims other than the conclusory statement "although Ulrichs and Roy fail to explicitly 
disclose methods of laying cable under a lawn, their disclosures and illustrations disclose the 
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basic steps required to develop a method such as the method recited in the claims of the 
present invention." Such a conclusory statement does not meet the requirements for 
specificity in stating the basis for rejection. Conclusory statements cannot be relied on when 
dealing with particular combinations of prior art and specific claims. The rationale for 
combining references must be put forth. In re Lee, 61 U.S.P.Q.2d 1430, 1433. The 
Examiner can satisfy the burden of showing obviousness of the combination "only by 
showing some objective teaching in the prior art or that knowledge generally available to one 
of ordinary skill in the art would lead that individual to combine the relevant teachings of the 
references". 

Claim 21 r equires a method of laying cable under a lawn, including the steps of: 
lowering a pair of turf slicing wheels defining a forward contact area therebetween into the 
lawn; moving the pair of turf slicing wheels through the lawn to open a slit therein; guiding 
cable into the slit in the lawn; and closing the slit after the cable has been positioned therein. 
As discussed in detail above, the combination of Ulrich and Flechs does not teach the 
required structure for practicing this method, i.e. "a pair of turf slicing wheels defining a 
forward contact area therebetween into the lawn," or the required method of forming a slit in 
the lawn for receiving a cable by moving the pair of turf slicing wheels through the lawn. 
Ulrich and Flechs both rely on a vertical ripping blade or plow to form a trench suitable for 
receiving a cable. As discussed above, this is antithetical to the structure and operation of the 
present invention. 

Claim 22 depends form claim 21, and therefore cannot be rendered obvious by the 
combination of Ulrich and Flechs. MPEP § 2143, MPEP 2143.03, citing In re Fine, 837 
F.2d 1071 (Fed Cir 1988)(if an independent claim is non obvious under 35 USC 103 s then 
any claim depending therefrom is non-obvious). 

The Applicant also notes that the prior art does not contain any teaching or suggestion 
for making the combination of Ulrich and Flechs, suggested by the Examiner, or any teaching 
or suggestion of any reasonable expectation of success for such a combination to meet the 
limitations of the present invention, even if the combination were proper, which it is not. The 
Applicant further notes that the teachings of Ulrich, (issue date April 27, 1976), were known 
at the time Flechs was filed on July 24, 1984, and yet Flechs did not choose to make the 
combination cited by the Examiner in developing the device disclosed by Flechs, thus 
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providing evidence that Flechs (i.e. a person presumably having skill in the art of cutting a 
trench in terrestrial surfaces for laying a drip irrigation circuit) was not motivated to make the 
combination relied upon by the Examiner. Only by impermissibly working backward from 
the Applicants disclosure can the Examiner allege grounds for making the combination of 
Ulrich and Flechs. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991)( The 
teaching or suggestion to make the claimed combination and the reasonable expectation of 
success must both be found in the prior art, not in applicant's disclosure). 

The combination of Ulrich and Flechs thus fails to meet any of the three requirements 
for a prima facie case of obviousness. Given that all rejections in the Office Action rely upon 
the suggested combination of Ulrich and Flechs, none of the rejections provide proper 
grounds and basis for rejecting any of the claims of the present Application. 

The rejection of claims 6, 7 and 11 as being unpatentable over Ulrich (US 
3,952,810) in view of Flechs (US 4,461,598, as applied to claim 1, in further view of Roy 
(US 3,722,224), per paragraph 3 of the Office Action, is traversed. 

As stated at page 4 of the Office Action, the Examiner's rejection of claims 6, 7 and 
1 1 , as being obvious over the proposed combination of Ulrich, Flechs and Roy, are 
predicated on the Examiner's assertion that "Ulrich and Flechs disclose the inventions as 
described above." To the contrary, however, as discussed above with regard to traversal of 
the rejections of claims 1-18 and 20-22, the combination of Ulrich and Flechs is not only 
improper, but fails to teach all of the limitations of claims 6, 7, and 1 1 . Adding Roy to the 
proposed combination does not overcome the deficiencies of the combination of Ulrich and 
Flechs. The combination of Ulrich, Flechs, and Roy therefore cannot render obvious any of 
claims 6, 7 and 1 1 . 

As further stated at page 4 of the Office Action, the Examiner cites Roy as teaching "a 
guide tube extension member 122 coupled to a guide tube 1 12 in proximity of the cable 
outlet." Contrary to the Examiner's assertion, Roy teaches that "the forward end of the of the 
support beam 1 12 is braced relative to the forward ends of the skids 1 16 by means of 
diagonal bracing members extending between the forward end of the beam 112 and the 
forward bracing members 120," rather than at the cable outlet, as required by claim 6 of the 
present invention. Roy, column 4, lines 36-55. 
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The Applicant also is not able to understand the Examiner's comments bridging pages 
4 and 5 of the Office Action as to how the Examiner believes that "Roy's extension 
member... could easily be incorporated into the guiding structure of Ulrich to stabilize and 
reinforce the structure and frame of Ulrich's guiding devices." Ulrich teaches guiding the 
cable through a channel 80 in the back of the 40 inch long vertical ripping blade of the cable 
laying plow 16. It does not appear that the combination suggested by the Examiner would be 
feasibly possible, advantageous, or that the suggested combination could be made in a way 
that would not interfere with the operation of Ulrich, even if there were some motivation in 
the references to make such a combination, which there is not. 

The Applicant, therefore, respectfully submits that the combination of Roy in the 
manner suggested by the Examiner, with Ulrich, in relation to claims 6, 7 and 1 1 is improper 
and should be withdrawn. If the Examiner chooses to maintain the rejection, the Applicants 
request further clarification of the Examiner's position, describing in sufficient detail the 
manner in which the Examiner believes the relevant teachings of Roy could be incorporated 
into Ulrich to meet the required limitations of the claims of the present Application, so that a 
response to a properly supported rejection can be provided. Conclusory statements cannot be 
relied on when dealing with particular combinations of prior art and specific claims. The 
rationale for combining references must be put forth. In re Lee, 61 U.S.P.Q.2d 1430, 1433. 
The Examiner can satisfy the burden of showing obviousness of the combination "only by 
showing some objective teaching in the prior art or that knowledge generally available to one 
of ordinary skill in the art would lead that individual to combine the relevant teachings of the 
references". 

The rejection of claims 6, 7 and 11 as being unpatentable over Ulrich (US 
3,952,810) in view of Flechs (US 4,461,598, as applied to claim 1, in further view of 
Wasserburger (US 2004/0205987), per paragraph 4 of the Office Action, is traversed. 

Claim 23 requires the step of watering the lawn prior to the steps of lowering, 
moving, guiding, and closing of claim 21 . Claim 23 depends from claim 21 , which as 
discussed above is not rendered obvious by the combination of Ulrich and Flechs, and 
therefore, claim 23 cannot be rendered obvious by the combination of Ulrich and Flechs. The 
Addition of Wasserburger to the combination of Ulrich and Flechs does not remedy the 
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shortcomings of the combination of Ulrich and Flechs in rendering independent claim 21 
obvious, and the Examiner correctly makes no assertion to that effect. Therefore claim 23 
cannot be rendered obvious by the combination of Ulrich, Flechs and Wasserberger. MPEP § 
2143. MPEP 2143.03, citing In re Fine, 837 F.2d 1071 (Fed. Cir 1988)(ifan independent 
claim is non obvious under 35 USC 103, then any claim depending therefrom is non- 
obvious). 

Furthermore, however, the Examiner's reliance on the teachings of Wasserburger are 
not proper. First, Wasserburger does not teach or suggest watering the surface of a lawn, 
into which the apparatus of Wasserburger might be used for cutting a trench. Wasserburger 
teaches injecting water deep under the ground along the trailing edge of a ripping blade of a 
plow constructed according to the teachings of Wasserburger, for reducing frictional drag on 
the plow after is has broken up the earth. See, Wassenburger, paragraphs 0028-0030; FIGS. 
6, 8, 9 and 11. 

As shown in FIGS. 1 and 2 of Wassenburger, the plow blade of Wassenburger is used 
for ripping a trench several feet deep in the ground, as evidenced by the illustration showing 
the blade extending into the ground a distance equal to the top surface of a crawler tractor 
used for pulling the plow. One skilled in the art would readily recognize that watering the 
surface of the ground would not wet the ground deeply enough for an apparatus of the type 
taught in Wasserburger, or Ulrich, to benefit in any way from the watering. That is precisely 
the motivation taught by Wasserburger for injecting the water locally along the trailing edge 
of the plow blade below the ground. 

Also, those skilled in the art would recognize that it is generally not a good thing for 
the ground to be wet when attempting to plow it, or to form a trench in it. If the ground is 
wet, traditional apparatuses of the type taught by Ulrich, Flechs, and Wasserburger will be 
unable to readily break up the earth to remove it from the trench and then return it to the 
trench, as the ground will be too muddy to allow such operations. Wasserburger speaks to 
this at paragraph 0030 by stating "[a]s the plow cuts through the earth, the forward most part 
140 of the plow blade contacts the earth and breaks it apart. . . " "The spray systems 1 32 are 
located behind the forward most part 1450 of the plow blade. . . " 

In contrast to Wasserburger, Ulrich and Flechs, the present invention does not rely on 
breaking apart the earth and pulling it up out of a trench. The turf slicing wheels of the 
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present invention neatly slice the turf to form a narrow slit into which the cable is inserted, 
and the slit is then closed over the cable, with little or no evidence being present afterward to 
show where the cable has been laid. The steps of lowering and moving the turf slicing 
wheels through the turf are facilitated by watering the surface of the turf prior to laying the 
cable, in a way that is inapplicable to plow-type devices as taught by Wasserburger. 

There is thus no motivation for making the combination of Ulrich, Flechs and 
Wasserburger, as suggested by the Examiner, and no expectation of success that the 
suggested combination would be successful in providing the limitations of the invention, 
making the suggested combination an improper basis for a rejection under 37 CFR § 103. 
Furthermore, even if such a combination were proper, which it is not, the suggested 
combination would not meet all of the limitations of claim 23 of the present Application. 

The rejection of claims 3-5, 9, 10, 12 and 19 as being unpatentable over Ulrich 
(US 3,952,810) in view of Flechs (US 4,461,598), as applied to claim 1 above, further in 
view of Johnson (US 2,314,045), per paragraph 5 of the Office Action, is traversed. 

As discussed above in regard to the traversal of the rejection of independent claims 1 
and 1 7, Claims 3-5, 9, 10 and 12 depending from claim 1 , and claim 19 depending from 
claim 17 cannot be rendered obvious by the combination of Ulrich and Flechs. The Addition 
of Johnson to the combination of Ulrich and Flechs does not remedy the shortcomings of the 
combination of Ulrich and Flechs in rendering either independent claims 1 or 17 obvious, and 
the Examiner correctly makes no assertion to that effect. Therefore claims 3-5, 9, 10, 12 and 
19 cannot be rendered obvious by the combination of Ulrich, Flechs and Johnson. MPEP § 
2143. MPEP 2143.03, citing In re Fine, 837 F.2d 1071 (Fed. Cir 1988)(ifan independent 
claim is non obvious under 35 USC 103, then any claim depending therefrom is non- 
obvious). 

The rejection of claims 13, 14 and 15 as being unpatentable over Ulrich (US 
3,952,810), in view of Flechs (US 4,461,598) and Johnson (US 2,314,045)as applied to 
claim 12 above, further in view of Ward (US 4,198,103), per paragraph 6 of the Office 
Action, is traversed. 

As discussed above in regard to the traversal of the rejection of independent claim 1, 
and claim 12, claims 13. 14 and 15 depending from claim 1 cannot rendered obvious by the 
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combination of Ulrich and Flechs and Johnson. The Addition of Ward to the combination of 
Ulrich, Flechs, and Johnson does not remedy the shortcomings of the combination of those 
references in rendering independent claim 1 obvious, and the Examiner correctly makes no 
assertion to that effect. Therefore claims 13, 14, and 15 cannot be rendered obvious by the 
combination of Ulrich, Flechs, Johnson and Ward. MPEP § 2143. MPEP 2143.03, citing In 
re Fine, 837 F.2d 1071 (Fed. Cir 1988)(if an independent claim is non obvious under 35 USC 
103, then any claim depending therefrom is non-obvious). 

There is also clearly no motivation in the references for applying the scrapers of 
Ward, which clean the edges of tracks on a power unit of a cable laying machine, to the cable 
laying mechanism itself, as is required by the claims of the present application. There is no 
teaching or suggestion in any of the cited references that would motivate one skilled in the art 
to make the combination suggested by the Examiner. 

In fact, the references teach away from such a combination, in that, although all of the 
references cited by the Examiner might conceivably be said to operate in the "environment of 
a cable laying machine," as asserted by the Examiner, the Examiner makes no reference to 
anything in those inventions to support her assertion on page 8 of the Office Action that it 
would be "obvious to one of ordinary skill in the art to provide the scrapers wherever they 
can be of use for keeping surfaces clean on the cable-laying machine." The Examiner has 
provided no example in those references of instances where scrapers are employed "wherever 
they can be of use," in the manner required by the claims of the present invention. If the 
Examiner were correct in her assertions, one would reasonably expect that all of the cited 
references would include scrapers on their cable laying components, "wherever they can be of 
use," and yet the Examiner has provided no example in any of the cited references in which 
the inventor was motivated to provide such scrapers. 

Only by impermissibly working backward from the Applicant's disclosure can the 
Examiner allege any grounds for making the combination of Ulrich, Flechs, Johnson and 
Ward, and even then such a combination is too tenuous to be sustainable. In re Vaeck, 947 
F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991)(The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in the prior art, 
not in applicant's disclosure). The mere fact that references can be combined or modified 
does not render the resultant combination obvious unless the prior art also suggests the 
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desirability of the combination. In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). 
Although a prior art device "may be capable of being modified to run the way the apparatus is 
claimed, there must be a suggestion or motivation in the reference to do so." 916 F.2d at 682, 
16 USPQ2d at 1432.). See also In re Fritch, 972 F.2d 1260, 23 USPQ2d 1780 (Fed. Cir. 
1992). 

CONCLUSION 

The Applicant believes that the application is in condition for allowance. 
Reconsideration and notification of allowance are respectfully requested. If the Examiner 
chooses to maintain any of the rejections stated herein, the Applicant believes that any 
subsequent Office Action should be non-final, given the lack of proper support provided by the 
Examiner with regard to the rejection of claims 6, 7, 1 1 and 20-22, as discussed above. 

EXAMINER TELEPHONE CONFERENCE REQUESTED 

If, after reviewing the above amendments and remarks, the Examiner does not believe 
the claims to be allowable, the Applicant requests that the Examiner contact the undersigned 
Attorney for the Applicant, prior to issuing another Office Action, to arrange for a telephone 
conference. 

PROCEDURAL MATTERS AND FEES 

The Applicant believes that no fees are occasioned by the submittal of this paper. If 
any fees are occasioned by the filing of this paper, however, the Commissioner is authorized 
to charge those fees, or credit any overpayments to deposit account 12-1216. 




Lawrence E. Crowe, Reg. No. 35,1 10 
LEYDIG, VOIT & MAYER, LTD. 
6815 Weaver Road, Suite 300 
Rockford, Illinois 61 1 14-8018 
(815) 963-7661 (telephone) 
(815) 963-7664 (facsimile) 

Date: February 16, 2005 
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